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earned patent term adjustment. See 37 CFR 1 .704(b). 
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1 )KI Responsive to communication(s) filed on 17 September 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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4) ^ Claim(s) 1-10 and 13-21 is/are pending in the application. 
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5) D Claim(s) is/are allowed. 
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7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) Q The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

2. Claims 1-3 and 19-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sugimoto (US 2002/0093285) in view of Olson (USPN 6,541,591). 

3. Sugimoto teaches EL devices comprising a silicon oxynitride film formed on a resin 
substrate. Sugimoto teaches various ratios for the components of the oxynitride film, but fails 
explicitly to teach the ranges recited in instant claim 1 . However, where, as here, the prior art 
teaches the general conditions of a claimed invention, it is not inventive to discover optimum or 
workable ranges through routine experimentation. In the present case, applicant has merely 
altered the proportions of the film components in a routine manner and, accordingly, such 
endeavor is considered to be prima facie obvious in view of Sugimoto. 

4. Additionally, Sugimoto fails to teach that the substrate or the top surface of the film 
layered body on which the protective coat is coated is selected from the group consisting of 
acrylic UV curable resins, polyethylene naphthalate and polyethersulfone, as recited in the newly 
amended claims. Sugimoto teaches that the substrates may be formed resins, such as 
polycarbonate (see paragraph [003 1]). Olson teaches that polyethylene naphthalate is a 
functional equivalent of polycarbonate as a base layer in optical products (see col. 3, lines 9-31, 
for instance). Therefore, it would have been obvious to one having ordinary skill in the art to 
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employ polyethylene naphthalate as the substrate of Sugimoto, since Olson teaches that 
polyethylene naphthalate is a functional of the polycarbonate substrate explicitly disclosed by 
Sugimoto. 

5. Regarding claims 19-21, as discussed above, Sugimoto in view of Olson renders obvious 
the claimed ratio of the film constituents as well as the substrate materials. With respect to the 
process limitations recited therein, these limitations are not considered to distinguish over the 
applied prior art, since applicant has failed to demonstrate that the recited process step produces 
a product which is materially different than the applied prior art. Applicant is claiming a product 
and not a process. 

6. Claims 1-3, 10, 13-16 and 19-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tazawa (US 2002/0043929) in view of Olson (USPN 6,541,591). 

7. Tazawa teaches EL devices comprising first and second layers formed on a resin 
substrate (abstract). The layers may be formed of such materials as silicon oxide, silicon nitride 
and silicon oxynitride (see paragraph [0057]-[0059]). Moreover, Tazawa teaches that the 
materials of one layer, e.g., SiON, is a functional equivalent of components of other layers, e.g., 
alumina (id.). Therefore, it would have been obvious to employ the presently claimed materials 
in the structure of Tazawa, since Tazawa suggests the use of such materials. Moreover, to 
modify the relative amounts of a component in the films, e.g., Si, O, and N, would have been 
obvious to one having ordinary skill in the art since, where the prior art teaches the general 
conditions of a claim, it is not inventive to discover optimum or workable ranges through routine 
experimentation. Therefore, it is the Examiner's position that the present claims are prima facie 
obvious in view of Tazawa. 
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8. Additionally, Tazawa fails to teach that the substrate or the top surface of the film layered 
body on which the protective coat is coated is selected from the group consisting of acrylic UV 
curable resins, polyethylene naphthalate and polyethersulfone, as recited in the newly amended 
claims. Tazawa teaches that the substrates may be formed resins, such as polycarbonate (see 
paragraph [0075]). Olson teaches that polyethylene naphthalate is a functional equivalent of 
polycarbonate as a base layer in optical products (see col. 3, lines 9-31, for instance). Therefore, 
it would have been obvious to one having ordinary skill in the art to employ polyethylene 
naphthalate as the substrate of Tazawa, since Olson teaches that polyethylene naphthalate is a 
functional of the polycarbonate substrate explicitly disclosed by Tazawa. 

9. Regarding claims 19-21, as discussed above, Tazawa in view of Olson renders obvious 
the claimed ratio of the film constituents as well as the substrate materials. With respect to the 
process limitations recited therein, these limitations are not considered to distinguish over the 
applied prior art, since applicant has failed to demonstrate that the recited process step produces 
a product which is materially different than the applied prior art. Applicant is claiming a product 
and not a process. 

Response to Arguments 

10. Applicant's arguments filed 09/17/08 have been fully considered but they are not 
persuasive. With respect to Sugimoto, applicant first argues that Sugimoto is made by a different 
process that the present invention, using oxygen as a gas for a SiN target. This is not persuasive, 
while a different process may be used, there is no evidence of record demonstrating that any 
alleged differences in process conditions produce a product materially different than presently 
claimed. Applicant is claiming a product and not a process. 
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1 1 . Additionally, applicant asserts that Sugimoto is not enabled with respect to the ratios of 
Si, N, and O in the present claims. To this end, applicant relies on comparative examples 1 and 2 
present in the originally filed specification as demonstrating Sugimoto is not enabled. Regarding 
these comparative examples, they appear not to be a comparison with Sugimoto and, 
accordingly, are not persuasive. The specification discloses that comparative examples 1 and 2 
were carried out under conditions "close to" those of Sugimoto (see specification at pages 3 1 and 
32). 

12. Moreover, at page 10 of the response, applicant asserts that Sugimoto is not enabled, 
relying merely on attorney argument. It is well settled that "[t]he arguments of counsel cannot 
take the place of evidence in the record." In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 718 
(CCPA 1965); In re Geisler, 1 16 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997) (MPEP 2145). 
Moreover, assertions of inoperability of the prior art must be supported affidavit or declaration 
(see MPEP 713.01(c)). Applicant has failed to adduce such evidence and, accordingly, the 
arguments with respect to Sugimoto are not persuasive 

13. With respect to Tazawa, applicant asserts that Tazawa is not enabled, relying on attorney 
argument. It is well settled that "[t]he arguments of counsel cannot take the place of evidence in 
the record." In re Schulze, 346 F.2d 600, 602, 145 USPQ 716, 718 (CCPA 1965); In re Geisler, 
116 F.3d 1465, 43 USPQ2d 1362 (Fed. Cir. 1997) (MPEP 2145). Moreover, assertions of 
inoperability of the prior art must be supported affidavit or declaration (see MPEP 713.01(c)). 
Applicant has failed to adduce such evidence and, accordingly, the arguments with respect to 
Tazawa are not persuasive. 
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14. Additionally, applicant asserts that Tazawa fails to teach the claimed combination of a 
silica and silicon nitride layer. This is not persuasive, as pointed out in the rejection, Tazawa 
teaches that the materials disclosed therein are fungible and to replace one with the other is 
considered to be prima facie obvious. 

15. Finally, applicant argues that Tazawa fails to teach the presently claimed thickness. For 
reasons of record herein, as well as the final rejection dated 06/1 1/07, it is the Examiner's 
position that it would have been obvious to optimize the thickness of the layers disclosed in 
Tazawa, since Tazawa is not limiting with respect to thickness. Such endeavor is considered to 
be within the level of ordinary skill in the art. 

16. In light of the above, applicant's arguments have been considered, but are not found to be 
persuasive. 

Conclusion 

17. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M. Speer whose telephone number is (571)272-8385. 
The examiner can normally be reached on M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena L. Dye can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Timothy M. Speer/ 
Primary Examiner 
Art Unit 1794 



